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AMENDMENT ACCOMPANYING A REQUEST FOR CONTINUED EXAMINATION 
Appln, No-0 8/904,056 J 
AmendmcBt dated April 2 6,2 005 ; 
Reply to Office Action mailed F ebruary 24, 2005 ; 

remarks : 

Reconsideration is respectfully requested. 

Claims 1, 2, and 4 through 30 remain in this application. Claim 3 has 
been cancelled. No claims have been withdrawn. Claim 31 has been added. 

The Examiner's rejections will be considered in the order of their 
occurrence in the Office Action. 

A. Rejection of Claims 1 through 2 and!;4 through 8 Under 
35 U.S,C. § 101 |i. 

Claims 1 through 2 and 4 through 8 hajve been rejected under 
35 U.S.C. § 101 as being directed to non- statu to ry subject matter falli ng 
outside the technological arts, 

Amended independent claim 1 now in CiWp orates the Mm itatio n of prior 
dependent claim 3, namely that the Ust of cjonfiguration choices is presented 
in a graphical user interface. Thus, amende^jindependent claim 1 now 
clearly faUs within the technological arts, j'l 

Claim 3 has been incorporated in clairii: 1. Thus, claun 3 has been 

!'• ' 

canceled. jl. ; 

Claims 2 and 4 through 8 depend from|jplairn 1. Accordhigly, it is 
respectfully suggested that the rejectio n of |ilaiEns 1 through 2 and 4 through 
8 under 35 U.S.C § 101 can be properly wiJShdrawn. 

B. Rejection of Claims 25, 27 and 29 Uiftder 35 U.SX, § 112 

Claims 25, 27 and 29 have been rejectbid under 35 U.S.C. § 112, first 
paragraph, as failing to comply with the wrjiten description requirement. 
Specifically, claims 25, 27 and 29 recite th^jijlim itati on, "said description is 
of a function of the particular system configuration rather than of a function 
of an individual element of the particular svjs.tem," and it is contended in the 
Office Action that there does not appear to bje a writt en description of this 
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claim limitation. Further, it is contended that the originally filed 
specification, at page 3, line 29 - page 4, line 2, "discloses that said 
function is capable of being implemented by a system configuration 240 or 
may be by a component." 

This rejection is respectfully traversed. The Examiner admits that the 
specification states that the "function" is capable of being implemented by 
the system configuration 240 but basically contends that an alternative 
embodiment ("or may be by a component*') is also described. It is 
respectfully submitt ed that the mere fact that a different, "component" 
embodiment is also disclosed does not mean that there is no written 
description of the first embodiment. Moreover, it is clear that, in the first 
embodiment, the description is a function of the particular system 
configuration rather th an of a function of an in! dividual element of the 
particular system, as claimed. The second, "component" embodiment was 
never claimed and to the extent that a portion of the paragraph beginning on 
page 3, line 24 of th e specification is confusing or otherwise unclear, one 
sentence in this paragraph has been deleted so :that this paragraph is 
consistent with the original claims and the rem:ainder of the specification, as 
well as with claims 25, 27 and 29. 

It is now clear th at: ; 

-the browsing interface may receive a system configuration selection 
based on a combination of system elements selected from the list of 
configuration choices 230; and 

-the relational database may analyze the system configuration 

I 

selection and provide a description of a functiojn capable of being 
implemented with the system configuration selection 240. 

Thus, "the description is of a function of- the particular system 
configuration rather than of a function of an inidividua! element of the 
particular system", as claimed in claims 25, 27; and 29, and supported by at 
least the paragraph beginning on page 3, line 24 of the specification. Thus, 
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it is respectfully submitted that the rejection of claims 25, 27 and 29 under 
35 U.SX. § 112, first paragraph, can be properly withdrawn. 

C. Rejection of Claims 1 through 4, 9 through 13 and 17 through 21 
Under 35 U.S.C. § 102 | 

Claims 1 through 4, 9 through 13 and 17;through 21 have been rejected 
under 35 U.S.C, § 102(e) as being anticipated by Henson (U.S. Patent 
6,167,383). This rejection is respectfully traversed. 

Independent claims 1, 9 and 17 recite "receiving a system 
configuration selection including a combinatioin of system elements" and 
"providing a description of a function capablejof being implemented with 
said system configuration selection," 

It is alleged in the Office Action that Henson teaches a method for 
configuring a build-to-order system including providing a description of a 
function capable of being implemented with a system configuration 
selection based on a combinatio n of system elements. Col. 6, hues 18 - 43 

(describing FIGS. 3A, 3B and 3C), and FIG. 5 land coL 9, lines 9-25 are 

I, 

cited in support. It i$ respectfully suggested that this is a misinterpretation 
of the actual teachings of the Henson reference. 

Lines 18 - 43 of col. 6 (describing FIGS * 3A, 3B and 3C) describe an 
example of a system configuration options screen that provides descriptions 
of functions capable of being implemented with individual classes of system 
elements, such as memory, hard drives, and mcjnitors. However, nowhere in 
col. 6, lin es 18 - 43 or in FIGS. 3A, 3B or 3C is it taught or suggested to 

provide a description of a function capable of being implemented with the 

'I 

system configuration selection, including a combination of system elements, 
as recited in independent claims 1, 9 and 17, Likewise, FIG. 5 and coL 9, 
lines 9 - 25, describe providing descriptions oj^ individual classes of system 
elements (e.g. memory, hard drives, monitors, and' video cards), but fail to 
teach, or even suggest providing a description cjf a. function capable of being 
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implemented with the combination of system Jlements that compiise the 
system configuration selection. 

At best, Henson describes a "merchandis 
merchandising information or messaging of opi 
selected in a particular configuration, including, for example, which options 
may be better than others (see col. 6, lines 39 - 43). However, nowhere is it 
taught or suggested that the merchandising mo'dule provides a description of 
a function capable of being implemented with 'the combination of system 
elements that comprise the system configuration selection, as in independent 
claims 1, 9 and 17. 

In fact, the examples provided in FIGS. 3 A, 3B, 3C and 5 of Henson 
appear to contain only merchandising inforraatjion for broad classes of 
system elements, and do not even attempt to provide functions for 
individual components within those classes. For example, a single 
description is provided for "Hard Drives" as "A larger hard drive provides 
more storage for your operating system, Internjet files, applications, 
graphics and scanned images! Dell offers HIDE hard drives up to 16.8 GB." 
Also, a single description is provided for "Moijiitor" as "Upgrading to a 
larger monitor is surprisingly affordable, Delljs line-up of exceptional 
monitors can deliver enhanced resolution and rjefresh rates, crisp, vibrant 
imaging and amazing color depth." See FIGS. 3A and 5. 

While independent claims 1, 9 and 17 cleiarly distinguish over the 
Henson based solely on the language of the claims, it is believed that a 
non-Iim iti ng example of the claimed invention 
highhght the distinction. FIG. 5 A of the instan 
of a build 'to-order computer system according 
invention, wherein a Jower end model of a prin 
a digital camera have been selected. The "description of a function capable 
of being implemented with the system configurjati on selection" in this 
example is: "Take good quality pictures to e-mail to friends. Pruit color 



may serve to further 
t application shows a display 
to one embodiment of the 
ter and a lower end model of 
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images at 1 page per minute," FIG. 5B shows a display of an alternativ e 
system where the description of the function capable of being implemented 
with the system is: "Take high qualit y (2 megii pixel) pictures to e-mail to 
friends. Record 15 second video clip s. Listen fco music on your camera. Print 
photo quality color images at 10 pages per minjute," There is simply nothing 
like this disclosed in Henson and, in parti cula|, nowhere does Henson teach 
or suggest providing a descripti on of a functiojn capable of being 
implemented with a selected system configuration combination of system 
elements, as claimed. In response to the statement made in the Office 

Action regarding the examples cited in the previous response, it should be 

\) 

understood that applicant is not arguing that the examples discussed above 

If 

are being specifically claimed or that it i$ ouly^ these specific examples that 
patentably distinguish from Henson, but ratherjjthat the quoted claim 
language itself patentably defines over Hansoii. 



Claims 2 through 4, 8, 10 through 12, 16'i 18 through 20, 24 - 25, 27 
and 29 depend from claims 1, 9 and 17 and arejsthns patentable for at least 
the reasons set forth above in support of the patentability of the independent 
claims. Accordingly, it is respectfully submitted that the rejection of 
claims 1 through 4, 8 through 12, 16 through 20, 25 through 25, 27 and 29 
under 35 U.S.C. § 1 02(e) as being anti cip ated iy Henson can be properly 
withdrawn. !? 



ough IS and 21 through 23 



D. Rejection of Claims 5 through 7, 13 thr. 
Under 35 U.S.C. § 103 

Claims 5 through 7, 13 through 15 and 2 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Henson in 



through 23 have been 



view of Tuzhili n (U.S. Patent 6,236,978). Thii rejection is respectfully 
traversed. 

Claims 5 through 7, 13 through 15, and Zjl through 23 depend from 
independent claims 1, 9 and 17. It is respectfully submitte d that Tuzhilin 
fails to make up the deficiencies of Henson as !^ reference against the claims 
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and, thus, that neith er Henson nor Tuzhili n. however combined or taken 
together, teach or suggest providing a descriptio n of a function capable of 
being impleinented with a system configuration selection. Accordingly, for 
at least the reasons discussed above, it is respectfully suggested that the 
rejection claims 5 through 7, 13 through 15 and 21 through 23 can also be 

properly withdrawn. ! 

j 

E. Rejection of Claims 26, 28 and 30 Undejr 35 U.S.C § 103 

Claims 26, 28 and 30 have been rejected jander 35 U.S.C. § 103(a) as 

I 

being unpatentable over Henson in view of Tuzhili n and further in view of 
Robe rts et aL (U.S. Patent 6,101,486). This rej|ection is respectfully. 

! 

traversed. . 

. Claims 26, 28 and 30 depend from inde;pendent claims 1, 9 and 17. It 
is respectfully submitted that the Roberts et aLi patent fails to make up the 
deficiencies of Henson and Tuzhilin as references against the claims and, 
thus, that neither Henson. Tuzhili n, nor Roberfe et a], however combined. 

teach or suggest providing a description of a fiinction capable of being 

t. 

implemented with a system configuration selection. Accordingly, for at least 

'i 

the reasons discussed above, it is respectfully suggested that the rejection 
claims 26, 28 and 3Q can also be properly withcirawn. 

F. New Claim 31 
Added claim 31 requires, in part, "receiving a system configuratio n 

selection including a particular combination o'j^system elements selected 
from said list of configuratio n choices" and "providing a descriptio n of a 
function capable of being implemented with the particular combination of 
system elements comprising said system configjxrati on selection" (emphasis 
added). It is submitted that, for the reasons set forth above, that this 
language distinguishes over the prior art. 
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G- Prior Art Made of Record and Not Relied On 

The prior art made of record but not relied on in the instant Office 
Action has been reviewed. However, none of the references appears to be 
any more relevant than the references discussed herein. Thus, further 
discussion of the additio nal references does not appear warranted at this 
time. 

Conclusion 

ft is respectfully urged that the instant apphcation, as amended, is 
now in conditio n for allowance. However, if the Examiner beUeves that 
there are unresolved issues, the Examiner is respectfully invited to contact 
applicant's attorney to discuss these issues. 

Respectfully submitted. 




Respectfully submitted. 
Gateway, Ino. . 



Date: April 26, 2005 



By 



Jeffrey A, Proehl 
Reg. No. 35,987. 
Gateway, Inc. 
610 Gateway Drive, Y-04 
North Sioux City, SD 57049 
Telephone (605) 232-1967 
Fax (605) 232-2612 
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